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DETAILED ACTION 

This Action is in response to communications filed 10/3/08. 
Claims 1-7, 10-16 are pending in this application. 
Claims 8-9 were previously withdrawn. 

Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.1 14, including the fee set forth in 
37 CFR 1.17(e), was filed 10/3/08 in this application after final rejection. Since this application 
is eligible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 
1 .17(e) has been timely paid, the finality of the previous Office action has been withdrawn 
pursuant to 37 CFR 1.1 14. Applicant's submission filed on 10/3/08 has been entered. 

Response to Arguments 

Applicant's arguments filed in the communications have been fully considered but they 
are not persuasive. 

In response filed, applicant argues in substance that: 

a. Lindsay et al. does not teach or fairly suggest that such a termination occurs 
once a user message has been communicated, the terminating step being triggered by the 
communication of the user message, as recited in claim 1 (remarks, pg. 7-8). 
In response to argument [a], Examiner respectfully disagrees. 
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Independent claim 1 recites: 

A method of sending a user message through a transmission network, comprising the steps of: 
activating a request to set up a call channel; 

placing a user message in a spare field of a signaling message for setting up the call channel, said 
signaling message including a parameter to indicate the presence of said spare field; 

performing a signaling stage including sending said signaling message; and 

terminating the set up of the call channel once the user message has been communicated without 
establishing a call, the terminating step being triggered by the communication of the user message. 



In response filed, applicant admitted that Lindsay et al. discloses that a network releases 
a connection in progress or during link set-up. Such a release may be initiated by the network, 
or, result from authentication rejection, e.g. remarks, pg. 7, however, asserts that such a 
termination does not occur once a user message has been communicated. . . 

Applicant specification discloses: 

"According to a second essential characteristic of the invention, the microprocessor 7 causes the 
call set-up to terminate once the message 4 has been received by the called party and/or once a reply to the 
message 4 has been received by the caller. That is to say that, if the telephone 1 transmits a message 4 and 
does not await a reply from the center 13 , then said center can terminate call set-up . If, however, a reply 
is awaited by the telephone 1 (since, in this example said telephone is the transmitter of the user message), 
then it is the telephone that must terminate call set-up. 



Lindsay explicitly teaches the process of terminating the call-set up can be triggered 
and/or initiated by both the user and the base station, e.g. col. 26 Ll-30, reproduced herein. 
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As admitted by the applicant above, the call release messages can be initiated during a 
link set up and/or when the connection is in progress. 

In other words, the user and/or the base station/center/device can terminate the 
connection at any time during the call set up procedure without establishing a call. 

In an event, the primary goal is to transmit/send the signaling message [with a user 
message], it would be a common sense thing and/or obvious to one of ordinary skilled in the art 
to terminate the set-up of the call simply because the intention was to transmit the signaling 
message with a user message to the second device and not the call establishment. It is also a 
common sense thing not to terminate the call-set up if the signaling message is not 
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Ranta, as set forth in the rejection, clearly discloses placing the user message in the 
signaling message of a call-set up protocol. 

As such, it would have been obvious to a person of ordinary skilled in the art at the time 
the invention was made to modify Lindsay in view of Ranta to place the user message in the 
signaling message, and terminate the set-up of the call channel once the signaling message, i.e. 
signaling message including user message, has been communicated. 

Such termination can be implemented through Lindsay's teachings as set forth above 
once the signaling message has been communicated. Therefore, the combination of Lindsay et al. 
and Ranta discloses terminating the set up of the call channel once the user message has been 
communicated, wherein the termination is being triggered/initiated by the communication of the 
user message. 

b. Moreover, Linday et al fails to teach or suggest that such a termination occurs 
once a reply to the user message has been received without establishing a call, the 
terminating step being triggered by the receipt of the reply to the user message, as recited 
in claim 10 (remarks, pg. 8). 

In response to argument [b], Examiner respectfully disagrees. 

In addition to teachings set forth above, Linday also discloses sending a reply and/or 
ACK message back to the sender in order to indicate that the message has been received by the 
receiver, e.g. col. 27 L37-52, which is reproduced herein. 
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As set forth above, the termination can occur at any time by both the user and/or the base 
station. In an event, the user receives the ACK message verifying that a message has been 
received by the receiver, the user can easily initiate/trigger the termination command as in Table 
9-2 to release the connection. 

As such, the combination of Lindsay and Ranta explicitly discloses termination occurring 
once the user message has been received without establishing a call, wherein the termination is 
triggered or initiated by the receipt of the user message. 

The rationale for supporting the combination can be found in KSR International Co. v. 

Teleflex Inc., 550 U.S. , , 82 USPQ2d 1385, 1395-97 (2007) identified a number of 

rationales to support a conclusion of obviousness which are consistent with the proper 
"functional approach" to the determination of obviousness as laid down in Graham. The key to 
supporting any rejection under 35 U.S.C. 103 is the clear articulation of the reason(s) why the 
claimed invention would have been obvious. The Supreme Court in KSR noted that the analysis 
supporting a rejection under 35 U.S.C. 103 should be made explicit, and MPEP 2143. [ 
EXEMPLARY RATIONALES: 
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Exemplary rationales that may support a conclusion of obviousness include: 

(A) Combining prior art elements according to known methods to yield 
predictable results; 

(B) Simple substitution of one known element for another to obtain predictable 
results; 

(C) Use of known technique to improve similar devices (methods, or products) 
in the same way; 

(D) Applying a known technique to a known device (method, or product) ready 
for improvement to yield predictable results; 

(E) "Obvious to try" - choosing from a finite number of identified, predictable ] . 



c. Ranta does not cure the deficiencies in Lindsay et al....such paging channel 
information or other information that is communicated on a broadcast channel cannot be 
equated with a user message that originates at a terminal rather than a base station. 
Moreover, such broadcast channels cannot be equated with a call channel (remarks, pg. 
8). 

In response to argument [c], Examiner disagrees. 

In response to applicant's argument that the references fail to show certain features of 
applicant's invention, it is noted that the features upon which applicant relies (i.e. "user message 
that originates at a terminal...") are not recited in the rejected claim(s). 

During patent examination, the pending claims must be "given >their< broadest 
reasonable interpretation consistent with the specification." > In re Hyatt, 211 F.3d 1367, 1372, 
54 USPQ2d 1664, 1667 (Fed. Cir. 2000). Although the claims are interpreted in light of the 
specification, limitations from the specification are not read into the claims. See In re Van 
Geuns, 988 F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993). 

Furthermore, applicant asserts that "such a broadcast channel cannot be equated with call 
channel...". 
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In response, applicant should note that both the network and the call-set up method in 
both the application and the prior art, are the same. For example: the network comprises GSM, 
e.g. Lindsay, fig. 2A, applicant specification, pg. 4 lines 15-23. 

Moreover, Ranta discloses the method of utilizing the spare fields of signaling message 
as in GSM standard 04.18, similar to applicant's specification, e.g. pg. 4 lines 14-21. 



For the at least these reasons, the REJECTION IS MAINTAINED. 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

1. Claims 1-3, 6-7, 10-12 and 15-16 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Lindsay et al. (hereinafter Lindsay, US 6,301,242 Bl) in view of Ranta (U. S. 
Patent No. 6,775,259 Bl). 

As per claim 1, Lindsay discloses a method of sending a signaling messages through a 
transmission network (fig. 1-2), comprising: 

activating a request to set up a call channel (col. 18 L30-67, col. 20 L41 to col. 

21 L12, col. 25 L62 to col. 26 L30, col. 24 Ll-49, fig. 9 item #1); 

performing a signaling stage comprising sending said signaling message (col. 18 

L30-67, col. 20 L41 to col. 21 L12, col. 25 L62 to col. 26 L30, col. 24 Ll-49, 

fig. 9 item #1); and 
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terminating the setting up of the call channel once the signaling message has 
been communicated without establishing the call, wherein the terminating step 
can be triggered/initiated at anytime (col. 24 L30-50, col. 27 L36 to col. 28 L26, 
col. 30 L66 to col. 31 L24: terminating the call during and/or prior of the 
establishment of the call channel). 
However, Lindsay does not disclose the process of placing a user message (i.e. 
information) in a spare field of a signaling message for setting up the call channel, said signaling 
message including a parameter to indicate the presence of said spare field, and the process 
wherein the termination step is being triggered/initiated by the communication of the user 
message. 

Ranta explicitly discloses placing information in a spare field of a signaling message for 
setting up the channel (note according to applicant specification, page 4, lines 15-24: the 
invention utilizes GSM standard 04.18) the signaling message includes an identifier (a 
parameter) to indicate the presence of said spare field and communicating the user message (col. 
2 L41-58, col. 3 L63 to col. 4 L67, col. 5 L49-67, fig. 2). 

Therefore, it would have been obvious to a person of ordinary skilled in the art at the time 
the invention was made to modify Lindsay in view of Ranta in order to place information and/or 
user message in a spare field of signaling message and terminate the set-up of the call channel 
once the user message has been communicated. 

One of ordinary skilled in the art would have been motivated because it would have 
allowed the system to transmit information in an unoccupied part(s) of the signaling message 
(Ranta, col. 2 L13-25). 
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As per claim 2, Lindsay discloses the process wherein the user message is stored in a 
dedicated memory of the receiver of the user message (col. 9 L56 to col. 10 L10; Ranta: col. 6 
L3-28). 

As per claim 3, Lindsay discloses the process wherein a user is authorized to access the 
dedicated memory by means of specific commands (col. 9 L56 to col. 10 L10; Ranta: col. 6 L3- 
28: obviously it requires the commands to access the memory). 

As per claim 6, Lindsay does not disclose the process wherein the size of the user 
message is limited to 35 eight-bit bytes at maximum (i.e. the user message is less than 35 bytes 
and/or in the range of 0-35 bytes). 

Ranta discloses the process wherein the spare field (i.e. the user message that can be 
inserted into the spare field) is limited to 17 bytes (col. 3 L64 to col. 4 L10: i.e. 17 bytes is in the 
range of 0-35 bytes). 

Therefore, it would have been obvious to a person of ordinary skilled in the art at the time 
the invention was made to modify Lindsay in view of Ranta in order to limit the size to 35 bytes 
at maximum. 

One of ordinary skilled in the art would have been motivated because of the same reasons 
as set forth in claim 1 . 

As per claim 7, Lindsay discloses the process wherein the user message is communicated 
in an enciphered form (i.e. encrypted, col. 20 LI -40). 

As per claim 10, Lindsay discloses a method of sending a signaling messages through a 
transmission network (fig. 1-2), comprising: 
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activating a request to set up a call channel (col. 18 L30-67, col. 20 L41 to col. 
21 L12, col. 25 L62 to col. 26 L30, col. 24 Ll-49, fig. 9 item #1); 
performing a signaling stage comprising sending said signaling message (col. 18 
L30-67, col. 20 L41 to col. 21 L12, col. 25 L62 to col. 26 L30, col. 24 Ll-49, 
fig. 9 item #1); 

receiving a reply, i.e. ack, once the signaling message has been received (col. 27 
L37-52); and 

terminating the setting up of the call channel once the signaling message has 
been communicated without establishing the call, wherein the terminating step 
can be triggered/initiated at anytime (col. 24 L30-50, col. 27 L36 to col. 28 L26, 
col. 30 L66 to col. 31 L24: terminating the call during and/or prior of the 
establishment of the call channel). 
However, Lindsay does not disclose the process of placing a user message (i.e. 
information) in a spare field of a signaling message for setting up the call channel, said signaling 
message including a parameter to indicate the presence of said spare field, and the process 
wherein the termination step is being triggered/initiated by the receipt of the reply to the user 
message. 

Ranta explicitly discloses placing information in a spare field of a signaling message for 
setting up the channel (note according to applicant specification, page 4, lines 15-24: the 
invention utilizes GSM standard 04.18) the signaling message includes an identifier (a 
parameter) to indicate the presence of said spare field and communicating the user message (col. 
2 L41-58, col. 3 L63 to col. 4 L67, col. 5 L49-67, fig. 2). 
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Therefore, it would have been obvious to a person of ordinary skilled in the art at the time 
the invention was made to modify Lindsay in view of Ranta in order to place information and/or 
user message in a spare field of signaling message and terminate the set-up of the call channel 
once the reply to the user message has been received. 

One of ordinary skilled in the art would have been motivated because it would have 
allowed the system to transmit information in an unoccupied part(s) of the signaling message 
(Ranta, col. 2 L13-25). 

As per claim 1 1 , Lindsay discloses the process wherein the reply to the user message is 
stored in a dedicated memory of the receiver of the user message (col. 9 L56 to col. 10 L10; 
Ranta: col. 6 L3-28). 

As per claims 12 and 15-16, they do not teach or further define over the limitations in 
claims 1-3, 6-7 and 10-11. Therefore claims 12 and 15-16 are rejected for the same reasons as set 
forth in claims 1-3, 6-7 and 10-11. 

2. Claims 4-5 and 13-14 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Lindsay et al. (hereinafter Lindsay, US 6,301,242 Bl) in view of Ranta (U. S. Patent No. 
6,775,259 Bl), and further in view of Miller, II (hereinafter Miller, US 5,600,707). 

As per claim 4, Lindsay discloses the process wherein the dedicated memory is in a 
mobile telephone and the transmission network is a mobile telephone network (fig. 2, col. 5 L50 
to col. 6 L35, fig. 2A, col. 9 L56 to col. 10 L43: mobile telephone network). 

However, Lindsay does not disclose the process wherein the mobile telephone is used as 
modem. 
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Miller explicitly discloses the process and apparatus, i.e. mobile device that can be used 
as a modem (col. 1 L30-55, col. 2 L26-61, fig. 1). 

Therefore, it would have been obvious to a person of ordinary skilled in the art at the time 
the invention was made to modify Lindsay in view of Miller in order to use mobile telephone as 
a modem. 

One of ordinary skilled in the art would have been motivated because it would have 
enabled communications (Miller, col. 1 L31-65). 

As per claim 5, Lindsay discloses the process wherein the dedicated memory is in a 
mobile telephone and using ISDN as the transmission network (col. 6 L60-67). 

However, Lindsay does not disclose the process wherein the dedicated memory is in an 
ISDN-type modem. 

Miller explicitly discloses an ISDN-type modem (fig. 1, col. 1 L31-65, col. 2 L62 to col. 

3 L22). 

Therefore, it would have been obvious to a person of ordinary skilled in the art at the time 
the invention was made to modify Lindsay in view of Miller in order to include the dedicated 
memory in an ISDN-type modem. 

One of ordinary skilled in the art would have been motivated because it would have 
allowed data communications (Miller, col. 1 L31-65). 

As per claims 13-14, they do not teach or further define over the limitations in claims 4-5. 
Therefore, claims 13-14 are rejected for the same reasons as set forth in claims 4-5. 
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Additional References 

The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

a. Pettersson et al, US 6,304,595 Bl : Mobile Telephone Modems. 

b. Hameleers et al, US 6,377,799 Bl: Interworking function in an internet protocol 
based radio telecommunications network. 

c. Schiefer et al, US 5,884,175: Handover following in a mobile radio system. 

d. Clarke et al, Us 5,550,914: Communications Signalling network apparatus. 

e. Rosenthal et al, U. S. Patent No. 5,737,701 : Automatic Authentication System. 

f. Wallenius, U. S. Patent No. 6,466,786 Bl : Call setup in Mobile Communications. 

Conclusion 

The teachings of the prior art shall not be restricted and/or limited to the citations by 
columns and line numbers, as specified in the rejection. Although the specified citations are 
representative of the teachings of the art and are applied to specific limitations within the 
individual claim, other passages and figures may apply as well. It is respectfully requested from 
the applicant in preparing responses, to fully consider the references in its entirety as potentially 
teaching all or part of the claimed invention, as well as the context of the passage as taught by 
the prior art or disclosed by the examiner. 

In the case of amendments, Applicant is respectfully requested to indicate the portion(s) 
of the specification which dictate(s) the structure relied on for proper interpretation and support, 
for ascertaining the metes and bounds of the claimed invention. 
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THIS ACTION IS MADE NON-FINAL. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to KAMAL B. DIVECHA whose telephone number is 571-272- 
5863. The examiner can normally be reached on Increased Flex Work Schedule. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Follansbee can be reached on 571-272-3964. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Kamal Divecha 
Art Unit 2451 
/John Follansbee/ 

Supervisory Patent Examiner, Art Unit 245 1 



